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Statur 

1)D Responsive to communication(s) filed on 

2a)0 This action is FINAL o h \ri Th-,« »■ ■ 

2b )U This action is non-final. 

Disposition of Claims 

4) E Claim(s) ii64 is/are pending in the application. 

4a) Of the above claim( S ) is/are withdrawn from consideratjon 

5) U Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) E Claims U* are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner 

10)D The drawing(s) filed on ls/are objected to by the Examiner. 

i i)U The proposed drawing correction filed on is - a )n annm^n Mm „• 

I2\n Th a ««»h ■ a;U approved b)U disapproved 

12)U The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

HO I Augment is made of a cMm ,„r foreign prlorlly u „ der 35 „ s c 

a)DAII b)D Some-c)D Noneof: ' ' (0 ' 

1-D Certified copies of Ihe priority documents have beer, received 

3D T^T ^ d0CUmen,S ^ ~*« * No 
MO AcKnowiedgementis madeofacfcim fordomesficpnonty under 35 US a §1 T 9(e , 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) U Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) U information Disclosure Statements) (PTO-1449) Paper No S ) 



US. Hatent and Irademark Office 
PTO-326 (Rev. 01-01) 



18) □ Interview Summary (PTO-41 3) Paper No(s) 

20) □ WheT ° f lnf ° mal Patem ApP ' iCati0n ( PT °- 152 ) 
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oBno^.XT^tZ^ 11 ' 2000 is a con,inuation of •«*-««> 

Restriction/Election 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

22" V? and „ 61, drawn t0 DNA ' ex P re ssion vector and transformed 

^wX^^"^ vertebrate telomerase - classified in 

"• Mc^ to rr?r^ its variants and fragments ' 

III. Claim 23-26, drawn to antibody and a hydridoma cell for their production 
classified in class 530, subclass 387.9. 

Claim 27-40, drawn to the telomerase DNA probe, primers for ampli- 
fy ion and oligonucleotides that hybridize to telomerase gene, classified 
in class 536, subclasses 24.3 and 24. 1 . 

Claim 41-45 and 48-49, drawn to a method of diagnosing cancer using 
telomerase cDNA, and a pattern of expression of telomerase RNA 
classified in class 435, subclass 6. 

Claim 46 and 47, drawn to a method of determining a pattern of 
expression of telomerase RNA, classified in class 435, subclass 6. 

Claim 50-53, drawn to transgenic animals where the telomerase gene is 
operably linked to a promoter effective for the expression of the gene 
classified in class 800, subclass 13. 

Claim 54, drawn to a mouse having endogenous telomerase gene 
disrupted, classified in class 800, subclass 9. 

IX. Claim 55-59, drawn to inhibitor of vertebrate telomerase, classified in class 

SUDCI3SS 184. 



IV. 

v. 

VI. 
VII. 

VIII. 



x. 



XI. 



thS^fn^tr^ 0 ?■ meth ° d ° f treating Cancer ' com P ri *ing administering 
therapeutically effective amount of telomerase inhibitor, classified in class 
514, subclass ? 



Claims 62-64 drawn to a method of identifying an effector of telomerase 
activity classified in class 536, subclass 1 84. 
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Inventions of Group I, II, III, IV and IX are unrelated because they are inde- 
Mature 6 S ^ reqUire inde P endent search of the patent an^non patent 

Inventions I and V are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown- (1)The process 

S^a^^A**"?? 030 be praCtiC6d " ith another materia. y dTren 
product or (2) the product as claimed can be used in a materially different process of 

^n'" 9 H that t P 1 r0dUCt (MPEP § 80605 ( h ))- m the instant case the p^7?Dh£ 

j& t tas mv have many ° ther uses such - in a - thod ' 

r-n JT nti ° n f 'u anC l V ! are related as P roduct and P roce ss of use. The inventions 
can be shown to be distinct if either or both of the following can be shown m °he 
process for using the product as claimed can be practiced with anothTmateriallv 
different product or (2) the product as claimed can be used in a materia ly d"S 
process of using that product (MPEP § 806.05(h)). In the instant case the LucH e 

synfhe^ * eXPreSS ''° n ° f inVent, '° n ' ™* be used ' n P^efn 

4*u ,nventions ' and v " ar e unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, drfferent functions, or different effects (MPEP § 806 04 MPEP 5 808 01) \n 
he instant case the different inventions, the cloned DNA encoding telomerase and the 
ransgen.c animal containing said DNA are not disclosed as capable Tu^teSette? 
Inventions I and VII, are unrelated. Inventions are unrelated if it L be shown thafthey 
are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP 8 808 01? k» 
the instant case the different inventions, the cloned DNA encoding telo^merase and the 
^gethe" 9 end ° gen ° US te,omerase 9 ene disru P^ are not 6lL~^e of 

(hou J" Ven ^ n , , and , X are unrelated - Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 

to?* ?"'* e + u ^ i0nS> ° r different effects < MPEP § 8 °6 04, MPEP § 808 01) In 
mPtinf" ? aS ! the dlfferent inVenti0ns ' the cloned DNA encod mg telomerase and the 
Soro tl?n a " n9 canc f. r , com P risin g administration therapeutically effective dose of 
inhibitor of telomerase activity are not disclosed as capable of use together. 

c . , 4 ^Inventions I and XI are unrelated. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have different 
modes of operation, different functions, or different effects (MPEP § 806.04, MPEP § 
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808.01). In the instant case the different inventions, the cloned DNA encodina 
telomere is not used in the method of identifying an effector of telomerase actl Jy 

Inventions II and V are unrelated. Inventions are unrelated if it can be shown that 
they are not d.sclosed as capable of use together and they have different modes o 
operation, different functions, or different effects (MPEP § 806 04 MPEP $ 808 01? °n 
he instant case the different inventions, the telomere and the meZd usina 
telomerase cDNA for diagnosing cancer are not disclosed as capabte o^uTe togeS 
and have d.fferent modes of operation, different functions and different effecte 

th a t thi? Venti ° n f J- T d y J are unrelated - Inventions are unrelated if it can be shown 
that they are not d.sclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP 6 808 01? °n 
the .nstant case the telomerase and the method of determining a' pattern of expression 
of telomerase RNA are not disclosed as capable of use together. ex P r ession 

lnventions 11 and v " are unrelated. Inventions are unrelated if it can be shown 

o»l»Z a M 0t d ; S f C ' 0S . ed 35 C3pable ° f USe t0 9 ether and thev ha ^ different modes o" 
operation, different functions, or different effects (MPEP § 806 04 MPEP S 808 01? Z 

the instant case the different inventions, the telomerase and a tra^enic animLl 
containing DNA encoding said enzyme are not disclosed as capable ofSS^Sher 

th a tthi nVenti ° n ?J- a . nd V J" are unrelated - Inventions are unrelated if it can be shown 
that they are not d.sclosed as capable of use together and they have different modes o" 
operation, different functions, or different effects (MPEP § 806 04 MPEP S 808 mf °n 
he .nstant case the different inventions, the telomerase and mouse having endogenous 
telomerase gene d.srupted are not disclosed as capable of use together. ena ° gen0US 

thou Jr^'? '! and / are unrelated Inventions are unrelated if it can be shown that 
they are no d.sclosed as capable of use together and they have different modes o 
operation, d.fferent functions, or different effects (MPEP § 806.04 MPEP S 808 01? Ln 
the .nstant case the different inventions, the te.omerasl and the method of treating 
cancer comprising administration therapeutically effective dose of inhibitor of 
telomerase activity are not disclosed as capable of use together. 

Inventions II I and XI are related as product and process of use. The inventions 
nfnri 6 S , h ° Wn t0 diStinCt if either or both of the followi ng ^n be sh™)T e 

S o%d U u^L th m P t r h ° dUCt H aS t C,aim ? d Can be P ractic " another materia^ 
different product or (2) the product as claimed can be used in a materially different 

ssSrSsi 19 that K produ ? (mpep § 8o6o5(h)) - ,n the instant ^xsz 

the telomerase, may be used in a method to make antibodies. 

th fl tthiw V r ti0n f J" ? nd Y are unre,ated - Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
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operation, different functions, or different effects (MPEP § 806.04 MPEP S 808 OH In 
mPthnHn"/, ^Vl* differe * inventi °ns, the antibody that binds telomere and the 
use I together * te '° meraSe for cancer dia 9 n °sis are not disclosed as capable i of 

th^t J? Venti ° n f f d Y" are unrelated - Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04 MPEP § 808 01} In 

ntho 813 "! 0386 , ?! diff6rent inventions 1 the ^tibody that binds telomerase is not used 
in the method of determining of a pattern of expression of telomerase RNA. 

th a t t hi? Venti0n ?J M and Y" are unrelated - Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP S 808 01? ?n 

JSJZS? CaSe . the , differ6nt inVenti0nS ' the antib0dv that binds telomtase and a 
transgenic animal conta.mng said DNA are not disclosed as capable of use together 

th a tthi? Venti ° n ?J" and Y'" are unrelated - Inventions are unrelated if it can be shown 
that they are not d.sclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP 5 808 OH In 
^e instant case the different inventions, the antibody that binds telomerase and a 
uTe together. 9 end ° 9en ° US telomerase 9ene disrupted are not disclosed as capable of 

thev aJSZr^JJl^ X Unrelated if * can be show n that 

they are no disclosed as capable of use together and they have different modes of 

operation, different functions, or different effects (MPEP § 806 04 MPEP 6 808 01? ?n 

n thrmTtLTof J" 6 d,fferent inV6nti0nS ' the 3ntib0dv tha * binds telomer^ is not used 
in the method of treating cancer. 

lnventions m and Xl are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP § 808 OH In 
the ins ant case, the antibody that binds telomerase is not used in the method of 
identifying an effector of telomerase activity. 

Inventions IV and V are related as a product and a process of use The 
inven ions can be shown to be distinct if either or both of the following can be shown (1) 
the process for us.ng the product as claimed can be practiced with another material 
drfferent product or (2) the product as claimed can be used in a mate^W dSt 
process of using that product (MPEP § 806.05(h)). In the instant ca^jLuTT? 

mltZ^ ? A Pr ° be 3nd Primers may be used t0 in vitro braize to or amplify 
DNA telomerase from in normal cells. ««"H"iy 
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th at thi? Venti ° n fi V f nd Y' are unrelated - Inventions are unrelated if it can be shown 

onPrltfnn H « M ° f flnd ^ h ™ diffe ™t "Odes of 

operation, different functions, or different effects (MPEP § 806 04 MPEP § 808 0-n in 
the instant case the different inventions, the telomerase DNa' probe, primers and 

RN^n^ri 3 meth ° d ° f determining 3 Pattern of expression of telomerase 
Hi* tS f 6 f S F d,a ? nos,n ? cancer are not disclosed as capable of use together and 
have different modes of operation, different functions and effects. 

that thi?/o nti ° n ?J V ? nd Y" are unrelated Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP 6 808 0-n in 
the instant case the different inventions, the telomerase DNA probe primers and 
oligonucleotides and the transgenic animal containing DNA encoLg teErase are 
not disclosed as capable of use together. leiomerase are 

that thi^^f 1 V and ?' 3re Unrelated - ,nventi °ns are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP 6 808 0-n In 
the instant case the different inventions, the telomerase DNA probe, primers and 
ol.gonudeot.des and the mouse having endogenous telomerase gene disrupted are not 
disclosed as capable of use together. M 

thow * ,nve " ti ° n 'Y and X are ^related. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04 MPEP S 808 0-n in 

n! h rmTtn'H Se f ! he ! e,omerase DNA P rabe . P^ers, and oligonucleotides are not used 
in the method of treating cancer. 

that thi? Venti ° n ?J V f nd ?' are unrelated - Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806 04 MPEP § 808 0-n In 

nth?mPtnnH S n e f ? t S° meras % DNA P robe . Primers, and oligonucleotides are not used 
m the method of identifying an effector of telomerase activity. 

v/i a nw Y Vent ' 0r !f ° f G 1° UPS V " VI "' X and Xl are ^related. The inventions of Group V 
VI and X are independent methods having different steps and product. The transgenic 
ammal of groups VII and VIII is not used in any of the methods of Groups V, VI X and 

hp chnSn 0 !?^ an< ?-\ a !? r fi ated 38 3 product and method of use - T he inventions can 
for !i5T IL TV ' f 61 °I b ° th ° f thG f0ll0W,ng can be shown: < 1 > *he process 
D rXr 9 or^ P h° UC H aS t Claimed Can bS praCticed Witn another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the fh^SZfiZto 
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TvitT™™* ^ ° th6r Pr ° CeSS ' SUCh as inhibition of telomerase 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification restriction 
for examination purposes as indicated is proper. ^mcaiion, restriction 

Applicant is advised that the reply to this requirement to be comDlete mn«t 

inven,ion t0 be examined Ln £ 

Applicant is reminded that upon the cancellation of claims to a non-elected 

T^i^^^S^ be amend6d h C0mp,iance with 37 C - F R paragraph 
1.48 (b) if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventors hTp musTbe 
accompanied by a diligently filled petition under 37 C.F.R. paragraph 1 48 b) and bv 
the fee required under CFR paragraph 1 . 1 7(h). ( } V 

Any inquiry concerning this communication or earlier communications from the 

ts^O^tn"^ 10 Ma,90r2ata A - Walicka ' PhD " whose teleZenumber 
a.m l to 4?3C ) p ™ be r6ached Mond ay-Friday from 10:00 

If attempts to reach examiner by telephone are unsuccessful the examiner's 
supervisor, Ponnathapura Achutamurthy, Ph.D. can be reached on ^ 308 3804 
The fax phone number for this Group is (703) 305-3014 

be diJZ^r 9 genera ' na ! ure or relatin 9 to the status of this application should 
be directed to the Group receptionists whose telephone number is (703) 308-0196. 



Malgorzata A. Walicka, Ph.D 
Art Unit 1652 

Assistant Patent Examiner 




PONNATHAPUACHL^'JWURTHY 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 



